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528.07(b)  Not Defense Against Summary Judgment 

528.08  ENTRY OF SUMMARY JUDGMENT IN FAVOR OF NONMOVING PARTY 
 
529  MOTION TO OFFER DISCOVERY DEPOSITION OF SELF OR NONPARTY 
 
530  MOTION TO USE TESTIMONY FROM ANOTHER PROCEEDING 
 
531  MOTION THAT DEPOSITION UPON WRITTEN QUESTIONS BE TAKEN 
ORALLY 
 
532  MOTION TO STRIKE NOTICE OF RELIANCE 
 
533  MOTION TO STRIKE TRIAL TESTIMONY DEPOSITION  
 

533.01  ON GROUND OF UNTIMELINESS 
533.02  ON OTHER GROUNDS 

533.02(a)  On Ground Of  Improper Or Inadequate Notice 
533.02(b)  On Ground of Failure to Disclose Witness in Expert or Pretrial Disclosures 

533.03  WHEN MOTION TO STRIKE SHOULD NOT BE FILED 
 
534  MOTION FOR JUDGMENT FOR PLAINTIFF'S FAILURE TO PROVE CASE 

 
534.01  IN GENERAL 
534.02  MOTION FOR JUDGMENT UNDER 37 CFR § 2.132(a) 
534.03  MOTION FOR JUDGMENT UNDER 37 CFR § 2.132(b) 
534.04  MOTION UNDER FED. R. CIV. P. 41(B) OR 50(A) NOT AVAILABLE 



 
535  MOTION FOR ORDER TO SHOW CAUSE UNDER 37 CFR § 2.134(b) 
 
536  MOTION FOR ORDER TO SHOW CAUSE UNDER 37 CFR § 2.128(a)(3) 
 
537  MOTION FOR LEAVE TO EXCEED PAGE LIMIT FOR BRIEF ON CASE 
 
538  MOTION FOR LEAVE TO FILE AMICUS BRIEF 
 
539  MOTION TO STRIKE BRIEF ON CASE 
 
540  MOTION FOR AUGMENTED PANEL HEARING 
 
541  MOTION TO CHANGE ORAL HEARING DATE; FOR ADDITIONAL TIME 

 
541.01  MOTION TO CHANGE ORAL HEARING DATE 
541.02  MOTION FOR ADDITIONAL TIME FOR ORAL ARGUMENT  

 
542  MOTION FOR LEAVE TO RECORD ORAL HEARING 
 
543  MOTION FOR RECONSIDERATION OF FINAL DECISION 
 
544  MOTION FOR RELIEF FROM FINAL JUDGMENT 
 
 

CHAPTER 600 
WITHDRAWAL; SETTLEMENT 

 
 
601  WITHDRAWAL BY OPPOSITION OR CANCELLATION PLAINTIFF 

 
601.01  WITHDRAWAL BY OPPOSER 
601.02  WITHDRAWAL BY PETITIONER 
601.03  EFFECT OF MOTION FOR JUDGMENT 

 
602  WITHDRAWAL BY OPPOSITION OR CANCELLATION DEFENDANT 
 

602.01  WITHDRAWAL BY APPLICANT 
602.02  WITHDRAWAL BY RESPONDENT 

602.02(a)  Surrender or Voluntary Cancellation of Registration 
602.02(b)  Cancellation Under Section 8 or 71; Expiration Under Section 9 or 70 

 
603  WITHDRAWAL BY INTERFERENCE OR CONCURRENT USE APPLICANT 
 
604  CONSENT TO JUDGMENT 
 



605  SETTLEMENT 
 

605.01  IN GENERAL 
605.02  SUSPENSION FOR SETTLEMENT NEGOTIATIONS 
605.03  SETTLEMENT AGREEMENTS 

605.03(a)  In General 
605.03(b)  With Amendment of Subject Application or Registration 
605.03(c)  With Amendment of Plaintiff’s Pending Application 
605.03(d)  Breach of Settlement Agreement 
605.03(e)  Effect of Judgment Based Upon Agreement 
605.03(f)  Consent Orders 

 
606  EFFECT ON COUNTERCLAIM 

 
  

CHAPTER 700 
TRIAL PROCEDURE AND INTRODUCTION OF EVIDENCE 

 
 
701  TIME OF TRIAL 
 
702  PRETRIAL DISCLOSURES; MANNER OF TRIAL; AND INTRODUCTION OF 
EVIDENCE 
 

702.01  PRETRIAL DISCLOSURES 
702.02  INTRODUCTION OF EVIDENCE 
702.03  MANNER OF TRIAL 
702.04  ACCELERATED CASE RESOLUTION 

702.04(a) In General 
702.04(b) ACR Using Summary Judgment Briefs 
702.04(c) ACR Conversion - Summary Judgment Briefs 
702.04(d) ACR Using Stipulated Record and Trial Briefs 
702.04(e) Utilizing Stipulations in Non-ACR Board cases 

702.05  OVERLY LARGE RECORDS 
 
703  TAKING AND INTRODUCING TESTIMONY 
 

703.01  ORAL TESTIMONY DEPOSITIONS 
703.01(a)  In General 
703.01(b)  Form of Testimony 
703.01(c)  Time for Taking Testimony 
703.01(d)  Time and Place of Deposition 
703.01(e)  Notice of Deposition 
703.01(f)  Securing Attendance of Unwilling Adverse Party or Nonparty 

703.01(f)(1)  In General 
703.01(f)(2)  Unwilling Witness Residing in United States 



703.01(f)(3)  Unwilling Witness Residing in Foreign Country 
703.01(g)  Persons Before Whom Depositions May be Taken 
703.01(h)  Examination of Witnesses 
703.01(i)   Form of Deposition and Exhibits 
703.01(j)   Signature of Deposition by Witness 
703.01(k)  Certification and Filing of Deposition 
703.01(l)   Testimony Deposition Must be Filed 
703.01(m)  Service of Deposition 
703.01(n)  Correction of Errors in Deposition 
703.01(o)  Objections to Testimony Depositions 
703.01(p)  Confidential or Trade Secret Material 

703.02  TESTIMONY DEPOSITIONS ON WRITTEN QUESTIONS 
703.02(a)  Depositions on Written Questions:  When Available 
703.02(b)  Depositions on Written Questions:  Before Whom Taken 
703.02(c)  Depositions on Written Questions:  When Taken 
703.02(d)  Depositions on Written Questions:  Place of Deposition 
703.02(e)  Depositions on Written Questions:  Notice of Deposition 
703.02(f)  Depositions on  Written Questions:  Securing Attendance of Unwilling Witness 
703.02(g)  Depositions on Written Questions:  Examination of Witness 
703.02(h)  Depositions on Written Questions:  Form, Signature and Certification of 
Deposition 
703.02(i)  Depositions on Written Questions:  Service, Correction and Filing Of 
Deposition 
703.02(j)  Testimony Depositions on Written Questions Must be Filed 
703.02(k)  Depositions on Written Questions:  Objections to Deposition 
703.02(l)  Depositions on Written Questions:  Confidential or Trade Secret Material 
703.02(m) Depositions on Written Questions:  Utility 

 
704  INTRODUCING OTHER EVIDENCE 
 

704.01  IN GENERAL 
704.02  NOTICE OF RELIANCE – GENERALLY 
704.03  APPLICATIONS AND REGISTRATIONS 

704.03(a)  Subject of Proceeding 
704.03(b) Not Subject of Proceeding – In General 

704.03(b)(1)  Registration Not Subject of Proceeding 
704.03(b)(1)(A)  Registration Owned by Party 
704.03(b)(1)(B)  Third-Party Registration 

704.03(b)(2)  Application Not Subject of Proceeding 
704.04  STATEMENTS AND THINGS IN APPLICATION OR REGISTRATION 
704.05  EXHIBITS TO PLEADINGS OR BRIEFS 

704.05(a)  Exhibits to Pleadings 
704.05(b)  Exhibits to Briefs 

704.06  STATEMENTS IN PLEADINGS OR BRIEFS 
704.06(a)  Statements in Pleadings 
704.06(b)  Statements in Briefs 



704.07  OFFICIAL RECORDS 
704.08  PRINTED PUBLICATIONS 

704.08(a)  Traditional Printed Publications 
704.08(b)  Internet Materials 
704.08(c)  Other Printed Materials 

704.09  DISCOVERY DEPOSITIONS 
704.10  INTERROGATORY ANSWERS; ADMISSIONS 
704.11  PRODUCED DOCUMENTS 
704.12  JUDICIAL NOTICE 

704.12(a)  Kind of Fact That May be Judicially Noticed 
704.12(b)  When Taken 
704.12(c)  Opportunity to be Heard 
704.12(d)  Time of Taking Notice 

 704.13  TESTIMONY FROM ANOTHER PROCEEDING 
704.14  INITIAL DISCLOSURES AND DISCLOSED DOCUMENTS 

 
705  STIPULATED EVIDENCE AND ACCELERATED CASE RESOLUTION (ACR) 
 
706  NONCOMPLYING EVIDENCE 
 
707  OBJECTIONS TO EVIDENCE 
 

707.01  IN GENERAL 
707.02  OBJECTIONS TO NOTICES OF RELIANCE 

707.02(a)  In General 
707.02(b)  On Procedural Grounds 

707.02(b)(1)  On Ground of Untimeliness 
707.02(b)(2)  On Other Procedural Grounds 

707.02(c)  On Substantive Grounds 
707.03  OBJECTIONS TO TRIAL TESTIMONY DEPOSITIONS 

707.03(a)  In General 
707.03(b)  On Procedural Grounds 

707.03(b)(1)  On Ground of Untimeliness 
707.03(b)(2)  On Ground of Improper or Inadequate Notice 
707.03(b)(3)  On Ground of Failure to Disclose 

707.03(c)  On Other Procedural Grounds and on Substantive Grounds 
707.03(d)  Refusal to Answer Deposition Question 

707.04  WAIVER OF OBJECTION 
 

 
CHAPTER 800 

BRIEFS ON CASE, ORAL HEARING, FINAL DECISION 
 
 
801  BRIEFS ON THE CASE 
 



801.01  IN GENERAL 
801.02  TIME FOR FILING 

801.02(a)  Plaintiff's Main Brief 
801.02(b)  Defendant's Main Brief 
801.02(c)  Plaintiff's Reply Brief 
801.02(d)  Reply Brief for Defendant Not Permitted 
801.02(e)  Special Situations 

801.03  FORM AND CONTENTS OF BRIEF 
801.04  AMICUS BRIEFS 
801.05  MOTION TO STRIKE BRIEF ON CASE 

 
802  ORAL HEARING 
 

802.01  IN GENERAL 
802.02  REQUEST FOR ORAL HEARING 
802.03  TIME AND PLACE OF HEARING 
802.04  BEFORE WHOM HELD 
802.05  LENGTH OF ORAL ARGUMENT 
802.06  AUDIO RECORDING AND VIDEO RECORDING 
802.07  VISUAL AIDS, ETC. 
802.08  NATURE OF HEARING 

 
803  FINAL DECISION 
 
804  REQUEST FOR REHEARING, RECONSIDERATION, OR MODIFICATION OF  
FINAL DECISION 
 
805  FINAL DECISION REMAND TO EXAMINING ATTORNEY 
 
806  TERMINATION OF PROCEEDING 
 
807  STATUS OF APPLICATION AFTER PROCEEDING 

 
 

CHAPTER 900 
REVIEW OF DECISION OF BOARD 

 
 
901  APPEALS--IN GENERAL 
 

901.01  AVENUES OF APPEAL 
901.02  WHAT MAY BE APPEALED 

901.02(a)  Final Decision Versus Interlocutory Decision 
901.02(b)  Judgment Subject to Establishment of Constructive Use 

901.03  MOTIONS FOR RELIEF FROM FINAL JUDGMENT DURING APPEAL 
 



902  APPEAL TO COURT OF APPEALS FOR THE FEDERAL CIRCUIT 
 

902.01  NOTICE OF APPEAL 
902.02  TIME FOR FILING NOTICE OF APPEAL, CROSS-APPEAL 
902.03  APPEAL TO FEDERAL CIRCUIT WAIVES APPEAL BY CIVIL ACTION 
902.04  NOTICE OF ELECTION TO HAVE REVIEW BY CIVIL ACTION 
902.05  INFORMATION CONCERNING TIMES SPECIFIED IN 37 CFR § 2.145 
902.06  CERTIFIED LIST 
902.07  APPEAL BRIEFS, APPENDIX, ETC. 
902.08  SPECIAL PROVISIONS FOR EX PARTE CASES 

 
903  APPEAL BY CIVIL ACTION 
 

903.01  NOTICE OF CIVIL ACTION 
903.02  PARTIES TO AND SERVICE OF CIVIL ACTION 
903.03  PLACE OF CIVIL ACTION 
903.04  TIME FOR FILING CIVIL ACTION, CROSS-ACTION 
903.05  INFORMATION CONCERNING TIMES SPECIFIED IN 37 CFR § 2.145 
903.06  CIVIL ACTION PRECLUDED BY APPEAL TO FEDERAL CIRCUIT 
903.07  SPECIAL PROVISIONS FOR EX PARTE CASES 

 
904  ACCESS TO RECORD DURING APPEAL 
 

904.01  ACCESS DURING APPEAL TO FEDERAL CIRCUIT 
904.02  ACCESS DURING REVIEW BY CIVIL ACTION 

 
905  PETITION TO THE DIRECTOR 
 
906  STANDARDS OF REVIEW OF BOARD DECISIONS 
 

906.01  APPEAL TO FEDERAL CIRCUIT OR REVIEW BY CIVIL ACTION 
906.02  PETITION TO DIRECTOR 

 
 

CHAPTER 1000 
INTERFERENCES 

 
 
1001  IN GENERAL 
 
1002  DECLARATION OF INTERFERENCE 
 
1003  INSTITUTION OF INTERFERENCE 
 
1004  ISSUES IN INTERFERENCE 
 



1005  BURDEN OF PROOF 
 
1006  ADDITION OF PARTY 
 
1007  CONDUCT OF PROCEEDING 

 
 

CHAPTER 1100 
CONCURRENT USE PROCEEDINGS 

 
 
1101  IN GENERAL 
 

1101.01  NATURE OF PROCEEDING 
1101.02  CONTEXT FOR USPTO DETERMINATION OF CONCURRENT RIGHTS 

 
1102  GENERATION OF PROCEEDING 
 

1102.01  MEANS OF GENERATION 
1102.02  BASES FOR CONCURRENT REGISTRATION – BOARD DETERMINATION 

COURT DETERMINATION 
 
1103  REQUIREMENTS FOR CONCURRENT USE APPLICATION 
 

1103.01  APPLICATION BASED ON BOARD DETERMINATION 
1103.01(a)  Application Must Assert Use in Commerce 
1103.01(b)  Jurisdictional Requirement 
1103.01(c)  Application Must Meet Requirements Applicable to Non-Restricted 
Application 
1103.01(d)  Application Must Identify Nature and Extent of Restriction Sought 

1103.01(d)(1)  In General 
1103.01(d)(2)  Geographic Restrictions 
1103.01(d)(3)  Mode of Use Restrictions 

1103.01(e)  Application Must Identify Excepted Users and Their Asserted Rights 
1103.01(f)  Other Requirements 

1103.02  APPLICATION BASED ON PRIOR BOARD DECISION 
1103.03  APPLICATION BASED ON COURT DETERMINATION 

 
1104  PARTIES TO PROCEEDING; INVOLVED APPLICATIONS, REGISTRATIONS 
 
1105  APPLICATIONS AND REGISTRATIONS NOT SUBJECT TO PROCEEDING 
 
1106  COMMENCEMENT OF PROCEEDING 
 

1106.01  MARKING OF CONCURRENT USE APPLICATION 
1106.02  PUBLICATION OF CONCURRENT USE APPLICATION; OPPOSITION PERIOD 



1106.03  PREPARING THE RECORD FOR THE INVOLVED APPLICATION AN 
REGISTRATION FILES 

1106.04  PREPARING CONCURRENT USE NOTICES 
1106.05  LOCATING EXCEPTED USERS 

 
1107  ANSWER; DEFAULT 
 
1108  ISSUE IN CONCURRENT USE PROCEEDING; BURDEN OF PROOF 
 
1109  CONDUCT OF PROCEEDING 

 
1109.01  SAMPLE TRIAL SCHEDULES – CASES COMMENCED ON OR AFTER 

NOVEMBER 1, 2007 
 
1110  SETTLEMENT PROVIDING FOR CONCURRENT REGISTRATION 
 
1111  EFFECT OF ABANDONMENT OF INVOLVED APPLICATION 
 
1112  EFFECT OF ADVERSE DECISION IN OPPOSITION OR CANCELLATION 
 
1113  “CONVERSION” OF OPPOSITION OR CANCELLATION PROCEEDING TO 
CONCURRENT USE PROCEEDING 
 

1113.01  CONVERSION OF OPPOSITION PROCEEDING 
1113.02  CONVERSION OF CANCELLATION PROCEEDING 

 
1114  ALTERATION OF RESTRICTIONS ON CONCURRENT REGISTRATION 

 
 

CHAPTER 1200 
EX PARTE APPEALS 

 
 
1201  PROPRIETY OF APPEAL 
 

1201.01  READINESS OF CASE FOR APPEAL 
1201.02  PREMATURE FINAL 
1201.03  PREMATURE APPEAL 
1201.04  COMPLIANCE WITH REQUIREMENTS NOT SUBJECT OF APPEAL 
1201.05  APPEAL VERSUS PETITION 

 
1202  FILING AN APPEAL 
 

1202.01  IN GENERAL 
1202.02  TIME FOR APPEAL 
1202.03  NOTICE OF APPEAL 



1202.04  APPEAL FEE 
1202.05  MULTIPLE CLASS APPLICATIONS 

 
1203  APPEAL BRIEFS 
 

1203.01  FORM OF BRIEF 
1203.02  TIME FOR FILING BRIEF 

1203.02(a)  Applicant's Main Brief 
1203.02(b)  Trademark Examining Attorney's Brief 
1203.02(c)  Applicant's Reply Brief 
1203.02(d)  Extension of Time for Filing Brief 
1203.02(e)  Material Submitted with Briefs 
1203.02(f)  Cases Which May Be Cited 
1203.02(g) Waiver of Claim or Requirement in Brief 

 
1204  EFFECT OF REQUEST FOR RECONSIDERATION OF FINAL ACTION 
 
1205  AMENDMENT OF APPLICATION DURING APPEAL 
 

1205.01  IN GENERAL 
1205.02  REQUEST TO DIVIDE 

1205.02(a) Request to Divide When Notice of Appeal is Submitted Electronically 
1205.02(b) Request to Divide When Notice of Appeal is Submitted on Paper 

 
1206  AMENDMENT TO ALLEGE USE; STATEMENT OF USE 

 
1206.01  AMENDMENT TO ALLEGE USE 
1206.02  STATEMENT OF USE 

 
1207  SUBMISSION OF EVIDENCE DURING APPEAL 
 

1207.01  GENERAL RULE--EVIDENCE SUBMITTED AFTER APPEAL UNTIMELY 
1207.02  REQUEST TO REMAND FOR ADDITIONAL EVIDENCE 
1207.03  EVIDENCE CONSIDERED DUE TO ACTIONS OF NONOFFERING PARTY 
1207.04  EVIDENCE FILED WITH TIMELY REQUEST FOR RECONSIDERATION 
1207.05  SUBMISSION OF EVIDENCE UPON REMAND FOR NEW REFUSAL 
1207.06  LETTER OF PROTEST EVIDENCE 

 
1208  TREATMENT OF EVIDENCE 
 

1208.01  EVIDENCE FROM NEXIS DATABASE OR PUBLICATIONS 
1208.02  CITED REGISTRATIONS AND THIRD-PARTY REGISTRATIONS 
1208.03  INTERNET MATERIAL 
1208.04  JUDICIAL NOTICE 
1208.05  APPLICANT’S OWN MATERIALS 
 



1209  REMAND 
 

1209.01  UPON BOARD'S OWN INITIATIVE 
1209.02  UPON REQUEST BY TRADEMARK EXAMINING ATTORNEY 
1209.03  UPON GRANTED LETTER OF PROTEST 
1209.04  UPON REQUEST BY APPLICANT 

 
1210  APPROVAL FOR PUBLICATION DURING APPEAL 
 
1211  ABANDONMENT DURING APPEAL 
 
1212  CANCELLATION OR ASSIGNMENT OF CITED REGISTRATION 
 
1213  SUSPENSION OF APPEAL 
 
1214  CONSOLIDATION 
 
1215  ALTERNATIVE POSITIONS 
 
1216  ORAL HEARING 
 
1217  FINAL DECISION 
 
1218  REOPENING (AMENDMENT, ETC., AFTER FINAL DECISION) 
 
1219  REVIEW OF FINAL DECISION 
 

1219.01  BY REQUEST FOR RECONSIDERATION 
1219.02  BY APPEAL 
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